KIRK, Ian 

Appl. No. 10/685,003 
June 5, 2006 

REMARKS/ARGUMENTS 

Reconsideration of this application is requested. Claims 3, 7-9 and 1 1 are in the 

case. 

I. THE 35 U.S.C. §112. FIRST PARAGRAPH. REJECTION 

Claims 3, 7-9 and 1 1 stand rejected under 35 U.S.C. §112, first paragraph, on 
alleged lack of description grounds. Without conceding to the merit of this rejection, 
claim 3 has been amended by inserting the language "said derivative having the 
inhibitory activity against thrombin or being a prodrug of melagatran". The same 
language was used in the parent application Serial No. 09/705,912 which is now 
granted as U.S. Patent 6,462,021. Withdrawal of the 35 U.S.C. §112, first paragraph, 
rejection is now respectfully requested. 

II. THE 35 U.S.C. §112. SECOND PARAGRAPH. REJECTION 

Claims 3, 7-9 and 1 1 stand rejected under 35 U.S.C. §112, second paragraph, as 
allegedly indefinite because of the term "pharmaceutically acceptable derivative". It is 
believed that amendment effected to claim 3 discussed above in connection with the 35 
U.S.C. §112, first paragraph, rejection obviates this formal rejection. Withdrawal of the 
35 U.S.C. §112, second paragraph, rejection is accordingly requested. 
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III. THE OBVIOUSNESS REJECTION 

Claims 3, 7-9 and 1 1 stand rejected under 35 U.S.C. §1 03(a) as allegedly 
unpatentable over WO 97/23499 to Antonsson et al. That rejection is respectfully 
traversed. 

The undersigned has been advised that the applicant had possession of the 
invention prior to the July 3, 1997 publication date of Antonsson. A Declaration 
establishing this is currently in preparation and will be submitted as soon as received by 
the undersigned. With the submission of our Declaration, it is believed that the 
outstanding obviousness rejection will have been obviated. 

IV. OBVIOUSNESS-TYPE DOUBLE PATENTING 

Claims 3, 7-9 and 1 1 stand rejected on obviousness-type double patenting 
grounds as allegedly unpatentable over claims 15-22 of U.S. Patent 6,683,054. In 
response, it is requested that the outstanding obviousness-type double patenting 
rejection be placed in abeyance until a determination is made with respect to 
patentability of the claims in the present application. Once that determination has been 
made, and the undersigned has been so advised, consideration will be given to whether 
or not obviousness-type double patenting exists as between the presently claimed 
invention and claims of U.S. Patent 6,683,054. 

Favorable action on this application is awaited. 
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Respectfully submitted, 



NIXON & VANDERHYE P.C. 




901 North Glebe Road, 11th Floor 
Arlington, VA 22203-1808 
Telephone: (703) 816-4000 
Facsimile: (703)816-4100 



